
4t 



United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria. Virginia 223 13-1 450 
www.uspto.gov 



APPLICATION NO. | 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/502,316 


08/17/2004 


Pierre Graff 


6342/PCT 


1609 



7590 

Breiner & Breiner 
115 North Henry Street 
PO Box 19290 
Alexandria, VA 22320-0290 



08/08/2007 



EXAMINER 



FORTUNA, JOSE A 



ART UNIT 



PAPER NUMBER 



1731 



MAIL DATE 



I 



DELIVERY MODE 



08/08/2007 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL.90A (Rev. 04/07) 



Office Action Summary 


Application No. 

10/502,316 


Applicant(s) 

GRAFF ET AL. 


CAcliTlin6r 

Jose A. Fortuna 


Art Unit 

1731 . 





~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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1)^ Responsive to communication(s) filed on 13 February 2007 . 
2a)n Tills action is FINAL. 2b)IS This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) ^ Claim{s) 16-32 Is/are pending in the application. 
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5) 0 Claim(s) is/are allowed. 

6) ^ Claim(s) 16-26 is/are rejected^ 

7) n Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 23 July 2004 is/are: 3)0 accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) n The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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application from the International Bureau (PCT Rule 17.2(a)); 
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DETAILED ACTION 
Election/Restrictions 

1. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 
Group I, claim(s) 16-26, drawn to a "Tissue Sheet." 
Group II, claim 18, drawn to an "Embossing Cylinder." 
Group III, claim(s) 19-20, drawn to a "Method of manufacturing a sheet." 

2. The inventions listed as Groups I-III do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: the common technical feature does not make a 
contribution over the prior art, since such claims are not novel and/or non-obvious over US 
Patent No. 2,177,490 to Kieffer or EP 1 101867 A or FR 2773564. 

3. During a telephone conversation with Mary Breiner on August 1 , 2007 a provisional 
election was made with traverse to prosecute the invention of group I, claims 16-26. Affirmation 
of this election must be made by applicant in replying to this Office action. Claims 27-32 are 
withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a 
non-elected invention. 

Drawings 

4. The drawings are objected to because the difference between the D and L is not clear in 
the drawings. Note that the only figure that includes these references characters is figure 6 and it 
seems that the arrow/line is pointing to the same part. Corrected drawing sheets in compliance 
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with 37 CFR 1 .121(d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement-drawing sheet should include all of the figures appearing 
on the immediate prior version of the sheet, even if only one figure is being amended. The figure 
or figure number of an amended drawing should not be labeled as "amended." If a drawing 
figure is to be canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes made to the 
brief description of the several views of the drawings for consistency. Additional replacement 
sheets may be necessary to show the renumbering of the remaining figures. Each drawing sheet 
submitted after the filing date of an application must be labeled in the top margin as either 
"Replacement Sheet" or "New Sheef ' pursuant to 37 CFR 1.121.(d). If the changes are not 
accepted by the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in abeyance. 

Specification 

5. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The title should be in accordance with the elected invention. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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7. The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. . Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

8. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1:56 to point out 
the inventor and invention dates of each claim that was not commonly ovvned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

9. Claims 16-26 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Graff, EP-1 101867 Al, (Equivalent US Patent No. 
6,461,720 Bl has been used as the translation) or Roussel et al, FR 2773564 Al, (Equivalent US 
Patent No. 6,254,683 has been used as the translation). 

Both Graff and Roussel et al. teach a paper and method of making it in which the 
paper, tissue, is embossed with an embossing roll having a density of protuberances, 
which creates the alveoles on the sheet, in the same range as claimed and they also teach . 
that the shape of the protuberances can be not only oval or circular, but polygonal, see for 
example column 4, lines 25-29 of Graff and Roussel et al., column 4, lines 41-62, 
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specially lines 50-62. Even though the cited references do not explicitly teach the 
alveoles bridge and edge distance as claimed, the pattern of the figures of the cited 
references seem to close resemble the pattern of the figures of the present application, 
e.g., figure 1 of Graff resemble figures 7 and 8 of the present application, but with 
circular protuberances. Note that they would have been the same if polygonal 
protuberances were used as suggested by Graff Therefore, it seems that both, Graff and 
Roussel et al., teach all the limitations of the claims or at least the minor modifications to 
obtain the claimed product would have been obvious to one of ordinary skill in the art. 
Note the minor modifications would be obvious design choices, i.e., it seems that only 
difference, if there is one, is the design of the protuberances on the rolls, which create the 
pattern on the sheet, which is considered an obvious design choice absent a shown of 
unexpected results. 

Note that both, Graff and.Roussel et al, teach the multi-ply tissues a see for 
example Graff column 4, lines 35-42. 
10. Claims 16-21, 24-26 are rejected under 35 U.S.C. ld2(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Kieffer, US Patent No. 2,177,490. 

Kieffer teaches an embossed web, that could be multi-ply, (page 1, column 2, lines 32-38; ■ 
page 3, column 1, lines 8-11, etc.), having different network of protuberances, provided 
at different zones, (page 1, column 2, lines 4-37). The figures show the protrusions are at 
the same level in the sheet, but they differ in sizes/heights, see for example figure 2, 
numerals 6, 10, 14, 17 and 21; note that those protuberances are in the same upper plane, 
biit are of different heights; the alveolus are shown by the indentations and that the 
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different alveoles are joined and the distance between such joined alveoles, the bridge, 
seems to be smaller than the length of the edges, see figure 1 . Note also that even though 
Kieffer teaches five (5) different zones, he teaches that the number of zones can be 
changed to be more or less than the illustrated, see page 2, column 1, lines 34-37. Even 
though Kieffer does not explicitly teach the grammage of the plies, the grammage of the 
individual plies of the indent papers taught by Kieffer is within the claimed levels, i.e., 
soft and thin papers, such as ones resembling tissues and towels, are used to form the 
wrapping papers taught by Kieffer, column 1, lines 21-27 of page 1 . Note also that the 
same type of arrangements of plies is common in the making of multiply, embossed 
tissues/towels. Therefore, it seems that Kieffer teaches all the limitations of then claimed 
paper or at least the minor modifications to obtain the claimed invention, i.e., the ones not 
explicitly taught by Kieffer, would have been obvious to one of ordinary skill in the art. 
Note that the limitations of claim 25, is a process claim that 
1 1 . Claims 22-23 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kieffer, US Patent No. 2,177,490, cited above, 

Kieffer does not explicitly teach a) the density of protrusions as claimed in claims 22-23: 
b) the air drying of the sheet of claim 25: However, those limitations are within the levels 
of ordinary skill in the art for the following reason: 

• Kieffer teaches that the zones are different in sizes, shape and the number of 
protuberances in the zones, i.e. the density, see for example page 2, column 2, 
lines 15-34. Using such claimed density of protuberances is within the levels of 
one of ordinary skill in the art depending of the desired pattern. Note also that 
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such protrusion density ranges is well known in the art, see for example WO 
99/36253 Al and WO 00/40800 Al to Roussel et al, Graff and Roussel et al., 
cited above, therefore, one of ordinary skill in the art would have reasonable 
expectation of success if such densities were used in Kieffer invention. 
• With regard to b) the throughdrying method for making a sheet is very well 
known in the art^ and therefore, one of ordinary skill in the art would have 
reasonable expectation of success if such sheet were used as a ply in Kieffer 
invention. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure in the art of "multi-ply embossed sheets." 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Jose A. Fortuna whose telephone number is 571-272-1 188. The 
examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven P. Griffin can be reached on 571-272-1 189. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



* Proof would be presented when and if required. 
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